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Ciaims I - 39 are pending. Claims M5, 27, 32 and 33 are amended. No claims are 
cancelled or added* 

None of the amendments made herein is in response to the present rejection of the claims. 
Ratl)er« the amendments made herein are made to enhance the Applicants' patent portfolio with 
claims of varying scope. 

Reconsideration of this application in lig^t of the following remarks is respectftilly 
requested. 

B. Rejection of Claims 1-39 under 35 II,S,C. 8 103fa^ over Hashimoto or Meazev 

Claims I - 39 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over U,S. 
Patent No. 4.174.230 to Hashimoto et al. C'Hashimoto**) or OB 1,093,094 to Meazey et al. 
O^Meazcy*^. This rejection Is respectfully tiaversod. 

Applicants note tliat Hashimoto describes a gypsum composition fbr use in the 
production of lightweight gypsum moldings (col U lines 6 - 8). The gypsum composition 
requires "specific lightweight and spherical gypsums/' allegedly developed by Hashimoto, (col. 
1, lines 32 - 33). Such specific gypsums are composed of short fibers intertwined with each 
odier. (col. 2» lines 41 --42). A method fbr making such specific gypsums is described at coh K 
line 57 - col. 2. line 37, and Example 1 . Hashimoto also describes including certain water* 
emidsifiable organic polymers with ftie specific gypsums, one of which is described as an 
"^acrylonitrile-butadiene-styiene copolymer.'* (col. 2, tinea 46 - 48; col. 3, line 10). Hashimoto 
requires that such polymers be emulsified in water for use in the gypsum composition, (col. 3» 
Uncsl2-I3), 

Meazey describes a cement composition that includes cement and a terpolymer^ in latex 
fbrm, derived from units of butadiene, styrene and acrylonftrile. (p. 1, lines 33 41). Meazey 
describes using such compositions for brick-morter» patching old concrete, and laying concrete 
floors, (p. 2, lines B- 13.) 

To sustain the present rejection of claims 1 - 39 under 3S U.S.C. § 103(a), a prima &cie 
case of obviousness must be established. MPEP § 2142 provides that a prima facie case of 
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obviousness requires three bosfo criteria. First, there must be some suggestion or inotivBtion« 
either in the references themselves or in the knowledge g^erally available to one of ordinary 
skill in the art, to modify the references or to combine reference teachings. Second^ ihm must 
be a reasonable expectation of success. Finallyi tiie prior art references must tesofa or suggest oil 
the claim limitations. In the presmt oase, neither Hashimoto nor Meazey satisfies any of the 
criteria set fbrth in MPBP § 2142 with respect to independent claims US and 27« and the claims 
dependent thereon. 

1. Clfliml mdClftimsZ-H 

Claim 1 is drawn to a wellbore cement composition comprising cement, acrylom'trile 
butadiene atyrene polymer, and water. The cement composition also has the diaraoteristic that it 
is suitable fi>r intmduction into a wellbare» and will set in Ae wellbore. Each of claims 2-14 
depends directly or indirectly finom claim 1 , and therefore each includes at least die fbregolng 
elements. 

Neither Hashunoto nor Mwzsy discloses^ motivates or suggests a wellbore cement 
composition (fast includes cement^ acrylonitrile bufadiene styrene polymer^ and water^ and that is 
suitable for introduction and setting in a wellbore. In addition, there is no sugg^tion or 
motivation^ in Haahimoto^ Meazey^ or in flie knowledge generally available to one of skill in the 
art, to modify either of Hashimoto or Meazey to provide the cement composition described in 
claim 1. 

Hashimoto describes preparing gypsum compositions with a specific type of gypsum, 
namely, a lightweight, spherical gypsum composed of short fibers intertwined with each other. 
This specific type of gypsum was developed fi)r the production of lightweight moldings with 
satisfiEictory mechanical strength. Meazey describds compositions Ibr brick-mortar, patching old 
concrete, and laying concrete floors. There is no disclosure, suggestion, or motivation in 
Hashimoto or Meazey that the compositions desaibed therein have any other uses, and in 
particular, no disclosure, suggestion, or motivation that the compositions could be used in a 
cement composition designed for introduction into and setting in a wellbore. 

Those of ordinary skill in the art know that a wellbore cement composition must be 
suitable for introduction into a wellbore and for setting in the weUbore, and therefore should be 
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aufSciently pumpable and flowaUe to enter the wellbore and voids in the annidus of the 
wellbore, and sliould be able to set despite elevated temperaturea and pressuzea that are inhsent 
in the wellbore. Accordingly^ one of ordinary akill in fhe art would have no reason to expect that 
a consposition as described by Hashimoto or Meazey could be suitable for introduction into a 
wellbore and for setting in the wellboro. For example, the mechanical strength expected of a 
wellbore cement composition designed for setting in a wellbore should be much greater fhan flic 
meohanioal strength expected of a composition designed for the preparation of Jightweight molds 
such as described by Hashimoto. Similarly, there is no reason to expect that a composition 
suitable for patching old cement and concrete such as described by Meaz^ would be suitable for 
use in a wellbore. Thus^ there could clearly be no motivation or expectation of success for 
modifying the compositions described by Hashimoto and Meazey to provide a wellbore cement 
composition as recited in claim 1. 

Further still, in light of the different characteristics of the compositions described by 
Hashimoto and Meazey, and the cement composition recited in claim 1, one of ordinary skill in 
the art would not refer to or even be aware of the compositions described by Hashimoto and 
Meazey. 

In view of tlie foregoingi Applicants respectfully submit tliat none of the criteria required 
for establishing a prima facie case of obviousness of claim 1 over either Hashimoto or Meaaey 
has been satisfied* 

Applicants ibrthcr sfufamit that a prima facie case of obviousness of claims 2 - H over 
either Hashimoto or Meazey has not been established for at least the same reasons diat apply to 
daim 1 . Applicants also note^ however, that claima 2 - 14 are drawn to subject matter tot is not 
disclosed, motivated or suggested by Hashimoto or Meazey. For example, fhe amounts of 
polybutadiene and styrene-butadiene recited in claims 4*^ 6 and the particle sizes recited In 
claims 8-11 with roepect to 0ie acrylouitrile butadiene styrene polymer, are not disclosed, 
motivated or au^ggested by Hashimoto or Meaz^. Applicants note that Hashimoto requires an 
emulsified form of polymer and Measey requires a latex form of polymer. Neither discloses, 
motivates or suggests using a polymer having a particle size as recited in the present claims. 

In view of the foregoing^ Applicants respectfully request that die rqjectton of claims 1 - 
14 under 35 USC §103(a) over Hashimoto and over Meazey be vtdtfadiAwn. 

8 



PA(X 10/13 ' RCVD AT 12/22/2005 3:48:46 PM (Eastern Standard 



Haynes and Boone, LLP 12/22/2005 2:49 PAGE 11/13 Dallas 



PATENT 

AUonidy Docket No.; HES 20DMP-00602S1U1D1 
OuBtomorNc: 000025587 

2. Claim IS and Claimg 16-26 

Claim 15 is drawn to a wdlbore cement composition comprising cemcnt« acrylonitrile 
butadiene styrene polymer present in a range of 5% to 30% by weight of the cement^ and water, 
Eadi of claims 16 - 26 depends directly or indirectly fiT>m claim 15, and therefore each includes 
at least the foraging elements. 

As diseussed above with respect to claims 1-14, netttaer Hashimoto nor Meazey 
discloses, motivates or suggests a wellbore cement composition that includes cement, 
acfytonitiile butadiene styrene polymort and watOT, nor is there suggestion or motivation^ either 
in the references or in the knowledge generally available to one of skill in the art^ to modify the 
refbrences to provide such a cement composition* 

Also BS discussed above^ there Is no disolosmi^ motivation or suggestion in Hashimoto or 
Meaz^ for modiiying ttio composition of Hashimoto or Meazey, nor would there be a 
reasonable expecration of success that a modification of Hashimoto or Meazey could provide a 
wellbore cement composition that includes acrylonitrile butadiene styrene polymer in a range of 
5% to 30% by weight of the cement. 

In view of the foregpingi Applicants respectfully submit that none of the criteria required 
for establishing a prima fiicie case of obviousness of claim 15 over Hashimoto or over Mea»y 
has been satisned* 

Applicants further ^bmit !faat a prima f^cie case of obviousness of claims 1 6 - 26 over 
either of Hashimoto or Meazey has not been established for at least the same reasons that apply 
to claim 1 5* Applicants also note, however, that claims 1 6 - 26 are drawn to subject matter that 
is not disclosed, motivated or suggested by Hashimoto or Meazey. 

For example, the amounts of polybutadieno and styrene-butadiene recited in claims 17 - 
1 9, and tlie particle sizes recited in claims 20 <- 22 with respect to the acrylonitrile butadiene 
styrene polymer, are not disclosed, motivated or suggested by Hashimoto or Meazey» 

In view of the foregping, Applicants respectfolly request that the rejectipn of claims 1 S - 
26 under 35 USC §103 over Hashimoto or over Meazey be withdrawn. 
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3. Claim 27 and Claims 28 - 39 

Claim 27 is drawn to a weObore cement composition comprising cementi acrylonitrile 
butadienQ styrene polymer and water, wherein the acrylonitrile butadiene styrene polymer has a 
particle size of leas than 1 mm. 

Each of claims 28 39 depends directly or indirecdy from claim 27, and fherefiure each 
includes at least the foregoing elements. 

As discussed above with respect to claims 1 - 14» neilfaer Hashimoto nor Meazey 
discloses, motivates or suggests a wellbore cement composition that includes cement» 
acrylonitrile butadiene styrene polymer, and water, nor is there disclosure, suggestion or 
motivation^ either Hashimoto or in die knowledge gmerally available to one of skill in the art, to 
modif / Hashimoto or Meazey to provide such a wellbore cement composition* 

In addition, ndther of Hashimoto or Meaasey discloses, motivates or suggests a wellbore 
cement composition diet incltides on acrylonitrile butadiene styrene polymer hoving a particle 
size of less flian 1 mm> In ibct, the compo^tion described by Hashimoto requires an emulsified 
form of poIymeTi and the composition described by Meazey requires a latex ftrm of polymer. 
Particle size is not even mentioned by Hashimoto or Meazey, and therefore neither can disclose, 
motivate or suggest a wellbore cement compcslfion that Includes a polymer having a particle size 
as recited in claim 27. 

In view of the foregping, Applicants respectftdly submit that none of the criteria required 
for establishing a prima fbde case of obviousness of daim 27 over Hashimoto has been satisfied. 

Applicants furfhGr submit that a prima facie case of obviousness of claims 28 - 39 over 
Hashimoto has not been established for at least the same reasons that apply to claim 27. 
Applicants also note, however, that claims 28 - 39 arc drawn to subject matter that ia not 
disclosed, motivated or suggested by Hashimoto. 

For example, the amounts of polybutadiene and styrene-butadiene recited in claims 29 - 
31, and the particle sizes recited in claims 34 - 36 with respect to the acrylonitrile butadiene 
styrene polymer, are not disclosed, motivated or suggested by Hashimoto. 

In view of the foregoing, Applicants respectfully request that die rejection of claims 27 - 
39 over Hashimoto be withdrawn. 
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Conchiafon 



Claime 1 - 39 eure now pendirig in the preseol applioadon. In view of the foregoing remarics, 
allowance of clauns 1-39 is respectfully requested. The exominer is invited to call the undersigned 
at the below^'listed telephone number if in the opinion of the examiner such a telephone conference 
would expedite or aid the prosecution and examination of tliis appUoatton. 



HAYNES AND BOONB, LLP 
901 Main Street* Suite 3100 
Dallas, Texas 75202 37S9 
Telephone: 214-651-5662 
Facsimile: 214-2000853 
E*Mail: ipdocketing@haynesboonccom 

D-l 198979.1 



PAGE 13/1 3 ' RCVD AT 12/22/2005 3:48:46 PM [Eastern standard Time^ 



Respectfully submitted. 
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